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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )□ Responsive to communication(s) filed on . 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In this case, the claim language is confusing because, 
according to claim 1 which claim 8 is dependent on, the temperature sensor is a part of 
the first member, while according to claim 8, the temperature sensor is remote from the 
first and the second member. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4, 9-11, 14-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Aoki etal. (U.S.DES. 310037)[hereinafter Aoki]. 

Aoki discloses in Figs. 1-2, 6 a thermometer comprising a first disk- shaped 
member having upper and lower portions A and B and a circumferential edge C, a 
second disk-shaped member having top and bottom sides D and E and a 
circumferential edge F. As shown in Fig. 6 the disks are integrally connected by a 
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member joint G. As shown in Fig. 1 , the device has a temperature display. This would 
imply, that the device has a temperature-sensing device with its circuity. As shown in 
Fig. 6, the disk-shaped members under 90 degree angle to each other. As shown in the 
drawings, the joint member is flexible, slidably extendable and retractable. 
(The numerals A-G have been added by the Examiner, see attachment # 1 to the 
Office Action). 

With respect to the particular shape of the sensor, i.e., arcuate, tubular, or 
spherical, as stated in claims 2-4, the particular shape of the sensor, absent any 
criticality, is only considered to be an obvious modification of the shape disclosed by 
Aoki because the court has held that a change in shape or configuration, without 
criticality, is within the level of skill in the art as the particular shape claimed by applicant 
is nothing more than one of numerous shapes that a person having ordinary skill in the 
art will find obvious to provide. In re Dailev. 149 USPQ 47 (CCPA 1976). 

With respect to the preamble of claim 1 : the preamble of the claims does not 
provide enough patentable weight because it has been held that a preamble is denied 
the effect of a limitation where the claim is drawn to a structure and a portion of the 
claim following the preamble is a self-contained description of the structure not 
depending for completeness upon the introductory clause. Kropa v. Robie. 88 USPQ 
478 (CCPA 1951). 

With respect to claim 10: the particular shape of the first disk-shaped member, 
i.e., greater In thickness at the upper portion than at the lower portion, as stated in claim 
10, absent any criticality, is only considered to be an obvious modification of the shape 



Application/Control Number: 10/722,590 Page 4 

Art Unit: 2859 

disclosed by Aoki because the court has held that a change in shape or configuration, 
without criticality, is within the level of skill in the art as the particular shape claimed by 
applicant is nothing more than one of numerous shapes that a person having ordinary 
skill in the art will find obvious to provide. In re Dailev, 149 USPQ 47 (CCPA 1976), 

5. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoki in 
view of JP 61 270631 A. 

Aoki disclose the device as stated above in paragraph 4. 

Aoki does not explicitly teach an actuation switch, as stated in claim 12. 

JP teaches an actuation button. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to add an actuation button, as taught by JP, to the device 
disclosed by Aoki, so as to allow the operator to turn the device on/ off, in order to 
improve the longevity of the device. 

6. Claims 1-4, 6, 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chang (U.S. DES. 356965). 

Chang discloses in Figs. 1,8 a thermometer comprising a first disk-shaped 
member having upper and lower portions A and B and a circumferential edge C, a 
second disk-shaped member having top and bottom sides D and E and a 
circumferential edge F. As shown in Fig. 8, the disks are integrally connected by a 
member joint G. As shown in Fig. 1 , the device has a temperature display. This would 
imply, that the device has a temperature sensor. As shown in Fig. 8, the disk-shaped 
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members can position the disk-shaped members under 90-degree angle to each other. 
Since only the top disk-shaped member is a thermometer, it would imply, that both, the 
temperature sensor and its sensing circuit are positioned within the first disk-shaped 
member about its circumferential edge. (The numerals A-G have been added by the 
Examiner, see attachment # 1 to the Office Action). 

With respect to the particular shape of the sensor, i.e., arcuate, tubular, or 
spherical, as stated in claims 2-4, the particular shape of the sensor, absent any 
criticality, is only considered to be an obvious modification of the shape disclosed by 
Chang because the court has held that a change in shape or configuration, without 
criticality. is within the level of skill in the art as the particular shape claimed by applicant 
is nothing more than one of numerous shapes that a person having ordinary skill in the 
art will find obvious to provide. In re Dailev, 149 USPQ 47 (CCPA 1976). 

With respect to the preamble of claim 1 : the preamble of the claims does not 
provide enough patentable weight because it has been held that a preamble is denied 
the effect of a limitation where the claim is drawn to a structure and a portion of the 
claim following the preamble is a self-contained description of the structure not 
depending for completeness upon the introductory clause. Kropa v. Robie, 88 USPQ 
478 (CCPA 1951). 

With respect to claim 10: the particular shape of the first disk-shaped member, 
i.e., greater in thickness at the upper portion than at the lower portion, as stated in claim 
10, absent any criticality, is only considered to be an obvious modification of the shape 
disclosed by Chang because the court has held that a change in shape or configuration. 
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without criticality, is within the level of skill in the art as the particular shape claimed by 
applicant is nothing more than one of numerous shapes that a person having ordinary 
skill in the art will find obvious to provide. In re Dailev, 149 USPQ 47 fCCPA 1976), 

7. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aoki in 
view of Chen (U.S. 6637935). 

Aoki discloses the device as stated above 4. 

Aoki does not explicitly state that the thermometer is watertight. 

Chen discloses a device in the filed of applicant's endeavor wherein, the device/ 
thermometer is watertight. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to make the device, disclosed by Aoki, watertight, as 
taught by Chen, so as to protect the device from moisture, and thus, to improve the 
longevity of the device. 

8. Claims 17- 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP61270631A [hereinafter JP]. 

For claims 17. 20 : JP discloses in Figs, la-c and 3 a clinical thermometer comprising a 
second member (disk-shaped) attached to a proximal end of a first member (an 
elongated arcuately shaped temperature probe), the second member has a proximal 
and a distal end. The first member has lower portion A and an upper portion B having a 
perimeter and an edge C along the perimeter; the temperature sensor is located at the 
edge C, 
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For claim 19 : as sfiown in Fig. la, tine second member is cylindrically shaped and 

disposed at the proximal end of the first member (probe). 

For claim 18 : the probe has a proximal end D and a distal end E. 

For claim 21 : JP discloses in Figs, la-c and 3 a (one piece) clinical thermometer 

comprising a first disk-shaped member having a circumferential edge and upper and 

lower portions, the member comprising a temperature display, an actuation switch and a 

temperature sensor/ probe positioned at the circumferential edge and connected to a 

circuitry inside the member. The temperature sensor/ probe is arcuate-shape. 

As shown in Figs, la-c and 3, the temperature sensor/ probe is positioned at a point on 

the circumferential edge of the member. Since the member is of a circumferential 

shape, it is inherent, that, during the manufacturing process, the operator can select any 

point on the circumferential edge and thus, to position the temperature sensor/ probe at 

any desired position along the edge. (The numerals A-F have been added by the 

Examiner, see attachment # 3 to the Office action). 

With respect to the preamble of claims 17 and 21: the preamble of the claims does not 
provide enough patentable weight because it has been held that a preamble is denied 
the effect of a limitation where the claim is drawn to a structure and a portion of the 
claim following the preamble is a self-contained description of the structure not 
depending for completeness upon the introductory clause. Kropa v. Robie. 88 USPQ 
478 (CCPA1951V 

9. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Aoki in 
view of JP. 
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Aoki discloses tlie device as stated above in paragraph 4. 

Aoki does not explicitly teach the limitations of claims 6 and 7. 

JP discloses a device comprising a disc-shaped member having a display 
displaying a temperature. The device has a circuitry wherein, it is inherent that a part of 
the circuitry is located within a disc-shaped member, and another part within another, 
measuring member. 

For claim 6 : a first disc-shaped member F contains (at least part of) a temperature 
sensing circuit. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made, to position the temperature sensing circuit in a first 
disc-shaped member, as taught by JP, so as to connect the circuit to a display, in order 
to display the measured temperature. 

For claim 7 : a second disc-shaped member F contains, (at least part of) a temperature 
sensing circuit. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made, to position the temperature sensing circuit in a 
second disc-shaped member, as taught by JP, so as to connect the circuit to a display, 
in order to display the measured temperature. 

10. Claims 1, 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chen (U.S. Des. 423956). 

Chen discloses in Figs. 1 and 7 a device in the field of applicant's endeavor, the 
device comprising a first disk-shaped member A having a circumferential edge, upper 
and lower portions, a second disk-shaped member B having a circumferential edge and 
top and bottom sides, a tubular temperature sensor along the circumferential edge of 
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the fist member. The members are intergrally connected via a connecting joint. The 
second member of the device has a digital (electronic display). This would imply, that 
there is a temperature sensing circuit (wires) connecting the temperature sensor to the 
display. It is inherent, that in their connection, the temperature sensing circuit passing 
through the first member to the second member. The numerals A-B have been added 
by the Examiner, see attachment # 4 to the Office Action) 

With respect to the preamble of claim 1 : the preamble of the claims does not provide 
enough patentable weight because it has been held that a preamble is denied the effect 
of a limitation where the claim is drawn to a structure and a portion of the claim following 
the preamble is a self-contained description of the structure not depending for 
completeness upon the introductory clause. Kropa v. Robie, 88 USPQ 478 (CCPA 
1951). 

1 1 . Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chen 
(U.S. Des. 423956) in view of JP. 

Chen discloses the device as stated above in paragraph 10. 

Chen does not describe that the temperature sensor is arcuate-shaped, as 
stated in claim 2. 

JP teaches an arcuate-shaped temperature sensor, as shown in Fig. 2. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device disclosed by Chen, so as to have the 
temperature sensor of an arcuate shape, as taught by JP, because the particular shape 
of the temperature sensor, i.e., arcuate, absent any criticality, is only considered to be 
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an obvious modification of the shape disclosed by Chen because the court has held that 
a change in shape or configuration, without criticality, is within the level of skill in the art 
as the particular shape claimed by applicant is nothing more than one of numerous 
shapes that a person having ordinary skill in the art will find obvious to provide. In re 
Dailev. 149 USPQ 47 (CCPA 19761 



10. Claims 5 and 13 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art cited in the PTO-892 and not mentioned above 
disclose related devices and methods. 

It is not possible to apply a prior art to claim 8 due to the reasons stated above in 
paragraph 2. 

Any inquiry concerning this communication should be directed to the Examiner 
Verbitsky who can be reached at (571 ) 272-2253 Monday through Friday 8:00 to 4:00 



Allowable Subject Matter 



Conclusion 



ET. 




GKV 



Gail Verbitsky 
Primary Patent Examiner, TC 2800 



September 24, 2004 



